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Unitep States or America v. Coteate & Company 
(39 Supreme Court Rep. 465) 


United States Supreme Court 
June 2, 1919 


1, SHerman Act—Ricut or Traper on Manvuracturer To Serectr Cus- 

TOMERS. 

In the absence of any purpose to create or maintain a monopoly, 
the Sherman Act does not restrict the right of a trader or manufac- 
turer, engaged in an entirely private business, freely to exercise his 
own independent discretion as to parties with whom he will deal; he 
may announce in advance the circumstances under which he will refuse 
to sell. 

2, Price Marntenance—Ricut or MANvFACTuRER TO Speciry REsALe 

Prices. 

A manufacturer, not attempting to reserve or retain any interest 
in goods sold, or to restrain vendee in his right to barter and sell them 
without restriction, may specify resale prices and refuse to deal with 
anyone failing to maintain the same. 


In error to the United States District Court for the Eastern 
District of Virginia. (See 8 T. M. Rep. 415). 


Mr. Justice McReyno tps delivered the opinion of the Court. 


Writs of error from District Courts directly here may be 
taken by the United States— 


“From a decision or judgment quashing, setting aside or sustaining a 
demurrer to any indictment or any count thereof where such decision or 
judgment is based upon the invalidity or construction of the statute upon 
which the indictment is founded.” (Act of March 2, 1907, c. 2564, 34 Stat. 
1246). 


Upen such a writ— 


“we have no authority to revise the mere interpretation of an indictment 
and are confined to ascertaining whether the court in a case under review 
erroneously construed the statute.” “We must accept that court’s inter- 
pretation of the indictments and confine our review to the question of the 
construction of the statute involved in its decision.” United States v. 
Carter, 231 U. S. 492, 493; United States v. Miller, 223 U. S. 599, 602. 


Being of opinion that— 


“The indictment should set forth such a state of facts as to make it clear 
that a manufacturer, engaged in what was believed to be the lawful conduct 
of its business, has violated some known law before it can be haled into 
court to answer the charge of a commission of a crime,” 


and holding that it— 
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“fails to charge any offense under the Sherman Act or any other law of 
the United States, that is to say as to the substance of the indictment and 
the conduct and act charged therein”— 

the trial court sustained a demurrer to the one before us. Its rea- 
soning and conclusions are set out in a written opinion. (253 Fed. 
522 [8 T. M. Rep. 415]). 

We are confronted by an uncertain interpretation of an indict- 
ment itself couched in rather vague and general language. Counsel 
differ radically concerning the meaning of the opinion below and 
there is much room for the controversy between them. 

The indictment runs only against Colgate & Company, a cor- 
poration engaged in manufacturing soap and toilet articles and sell- 
ing them throughout the Union. It makes no reference to monopoly, 
and proceeds solely upon the theory of an unlawful combination. 
After setting out defendant’s organization, place and character of 
business and general methods of selling and distributing products 
through wholesale and retail merchants, it alleges— 


“During the aforesaid period of time, within the said eastern district 
of Virginia and throughout the United States, the defendant knowingly 
and unlawfully created and engaged in a combination with said wholesale 
and retail dealers, in the eastern district of Virginia and throughout the 
United States, for the purpose and with the effect of procuring adherence 
on the part of such dealers (in reselling such products sold to them afore- 
said) to resale prices fixed by the defendant, and of preventing such dealers 
from reselling such products at lower prices, thus suppressing competition 
amongst such wholesale dealers, and amongst such retail dealers, in re- 
straint of the aforesaid trade and commerce among the several States, in 
violation of the act entitled ‘An Act to protect trade and commerce against 
unlawful restraints and monopolies,’ approved July 2, 1890.” 

Following this is a summary of things done to’carry out the 
purposes of the combination: Distribution among dealers of letters, 
telegrams, circulars and lists showing uniform prices to be charged ; 
urging them to adhere to such prices and notices, stating that no 
sales would be made to those who did not; requests, often complied 
with, for information concerning dealers who had departed from 
specified prices; investigation and discovery of those not adhering 
thereto and placing their names upon “suspended lists”; requests 
to offending dealers for assurances and promises of future adherence 
to prices, which were often given; uniform refusals to sell to any 


who failed to give the same; sales to those who did; similar assur- 
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ances and promises required of, and given by, other dealers followed 
by sales to them; unrestricted sales to dealers with established ac- 
counts who had observed specified prices, etc. 

Immediately thereafter comes this paragraph: 


“By reason of the foregoing, wholesale dealers in the aforesaid products 
of the defendant in the eastern district of Virginia and throughout the 
United States, with few exceptions, resold, at uniform prices fixed by the 
defendant, the aforesaid products, sold to them by the defendant, and 
refused to resell such products at lower prices to retail dealers in the 
States where the respective wholesale dealers did business and in other 
States. For the same reason retail dealers in the aforesaid products of 
the defendant in the eastern district of Virginia and throughout the United 
States resold, at uniform prices fixed by the defendant, the aforesaid 
products, sold to them by the defendant and by the aforesaid wholesale 
dealers, and refused to sell such products at lower prices to the consuming 
public in the States where the respective retail dealers did business and 
in other States. Thus competition in the sale of such products, by whole- 
sale dealers to retail dealers, and by retail dealers to the consuming public, 
was suppressed, and the prices of such products to the retail dealers and 
to the consuming public in the eastern district of Virginia and throughout 
the United States were maintained and enhanced.” 


In the course of its opinion the trial court said: 


“No charge is made that any contract was entered into by and on the 
part of the defendant, and any of its retail customers, in restraint of in- 
terstate trade and commerce, the averment being, in effect, that it know- 
ingly and unlawfully created and engaged in a combination with certain 
of its wholesale and retail customers, to procure adherence on their part, 
in the sale of its products sold to them, to resale prices, fixed by the de- 
fendant; and that, in connection therewith, such wholesale and retail 
customers gave assurances and promises, which resulted in the enhancement 
and maintenance of such prices, and in the suppression of competition by 
wholesale dealers and retail dealers, and by the latter to the consuming 
public.” 

* * * * = aa . * 

“In the view taken by the court, the indictment here fairly presents 
the question of whether a manufacturer of products shipped in interstate 
trade, is subject to criminal prosecution under the Sherman Act, for enter- 
ing into a combination in restraint of such trade and commerce, because he 
agrees with his wholesale and retail customers, upon prices claimed by them 
to be fair and reasonable, at which the same may be resold, and declines 
to sell his products to those who will not thus stipulate as to prices. This, 
at the threshold, presents for the determination of the court, how far one 
may control and dispose of his own property; that is to say, whether there 
is any limitation thereon, if he proceeds in respect thereto in a lawful 
and bona fide manner. That he may not do so, fraudulently, collusively, 
and in unlawful combination with others, may be conceded. (Eastern 
States Retail Lumber Dealers’ Association v. The United States, 234 U. S. 
600, 614). But it by no means follows that being a manufacturer of a 
given article, he may not, without incurring any criminal liability, refuse 
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absolutely to sell the same at any price, or to sell at a named sum to a 
customer, with the understanding that such customer will resell only at an 
agreed price between them, and should the customer not observe the under- 
standing as to retail prices, exercise his undoubted right to decline further 
to deal with such person.” 

* * * + * * * * 


“The pregnant fact should never be lost sight of that no averment is 
made of any contract or agreement having been entered into whereby the 
defendant, the manufacturer, and his customers, bound themselves to en- 
hance and maintain prices, further than is involved in the circumstances 
that the manufacturer, the defendant here, refused to sell to persons who 
would not resell at indicated prices, and that certain dealers made pur- 
chases on this condition, whereas, inferentially, others declined so to do. 
No suggestion is made that the defendant, the manufacturer, attempted to 
reserve or retain any interest in the goods sold, or to restrain the vendee 
in his right to barter and sell the same without restriction. The retailer, 
after buying, could, if he chose, give away his purchase or sell it at any 
price he saw fit, or not sell it at all, his course in these respects being 
affected only by the fact that he might by his action incur the displeasure 
of the manufacturer who could refuse to make further sales to him, as he 
had the undoubted right to do. There is no charge that the retailers them- 
selves entered into any combination or agreement with each other, or that 
the defendant acted other than with his customers individually.” 

Our problem is to ascertain, as accurately as may be, what in- 
terpretation the trial court placed upon the indictment—not to in- 
terpret it ourselves; and then to determine whether, so construed, 
it fairly charges violation of the Sherman Act. Counsel for the 
Government maintain, in effect, that, as so interpreted, the indict- 
ment adequately charges an unlawful combination (within the doc- 
trine of Dr. Miles Medical Company v. Park & Sons Company, 220 
U. S. 373) resulting from restrictive agreements between defendant 
and sundry dealers whereby the latter obligated themselves not to 
resell except at agreed prices; and to support this position they 
specifically rely upon the above-quoted sentence in the opinion which 
begins “In the view taken by the court, etc.” On the other hand 
defendant maintains that looking at the whole opinion it plainly 
construes the indictment as alleging only recognition of the manu- 
facturer’s undoubted right to specify resale prices and refuse to deal 
with anyone who failed to maintain the same. 

Considering all said in the opinion (notwithstanding some 
serious doubts) we are unable to accept the construction placed 
upon it by the Government. We cannot e. g. wholly disregard 
the statement that— 





UNITED STATES OF AMERICA V. COLGATE & COMPANY 233 


“The retailer, after buying, could, if he chose, give away his purchase or 
sell it at any price he saw fit, or not sell it at all, his course in these respects 
being affected only by the fact that he might by his action incur the dis- 
pleasure of the manufacturer who could refuse to make further sales to 
him, as he had the undoubted right to do.” 

And we must conclude that, as interpreted below, the indictment 
does not charge Colgate & Company with selling its products to 
dealers under agreements which obligated the latter not to resell 
except at prices fixed by the company. 

The position of the defendant is more nearly in accord with 
the whole opinion and must be accepted. And as counsel for the 
Government were careful to state on the argument that this conclu- 
sion would require affirmation of the judgment below, an extended 
discussion of the principles involved is unnecessary. 

The purpose of the Sherman Act is to prohibit monopolies, 
contracts and combinations which probably would unduly interfere 
with the free exercise of their rights by those engaged, or who wish 
to engage, in trade and commerce—in a word to preserve the right 
of freedom to trade. In the absence of any purpose to create or 
maintain a monopoly, the Act does not restrict the long recognized 
right of trader or manufacturer engaged in an entirely private 
business, freely to exercise his own independent discretion as to 
parties with whom he will deal. And, of course, he may announce 
in advance the circumstances under which he will refuse to sell. 
“The trader or manufacturer, on the other hand, carries on an en- 
tirely private business, and may sell to whom he pleases.” United 
States v. Trans-Missouri Freight Association, 166 U. S. 290, 320. 
“A retail dealer has the unquestioned right to stop dealing with a 
wholesaler for reasons sufficient to himself, and may do so because 
he thinks such dealer is acting unfairly in trying to undermine his 
trade.” Eastern States Retail Lumber Dealers’ Association v. The 
United States, 234 U. S. 600, 614. See also Standard Oil Com- 
pany v. United States, 221 U. S. 1, 56; United States v. American 
Tobacco Company, 221 U. S. 106, 180; Boston Store of Chicago v. 
American Graphophone Company, et al., 246 U.S. 8. In Dr. Miles 
Medical Company v. Park & Sons Company, supra, the unlawful 
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combination was effected through contracts which undertook to pre- 
vent dealers from freely exercising the right to sell. 
The judgment of the District Court must be affirmed. 


BrovuGHAM, ET AL. v. BLANTON Mra. Co. 
(39 Supreme Court Rep. 363) 


United States Supreme Court 
April 21, 1919 


1. Trape-Names—Meat Inspection AcT—OLEOMARGARINE. 

The Act of June 30, 1906 (54 Stat. 669, c. 3913 [Comp. St. § 8682]), 
concerning the inspection of “meat and meat products,” applies to a 
product sold under the trade-name “oleomargarine.” 

2. Trape-Marks—RecistraTion—MEeEat Inspection Act. 

Although a trade-mark for oleomargarine has been duly registered 
in the Patent Office, the quality of the product is tested by the 
meat inspection laws, not by the trade-mark law. 

3. Trape-Names—“‘Farse or Deceprive”—AvTHoRITY OF SECRETARY OF 

AGRICULTURE. 


The power of determining whether a trade-name is “false or de- 
ceptive” given by law to the Secretary of Agriculture is, when exercised, 
conclusive of the falsity or deceptiveness of the name, and the power 
is a continuing one. 

Appeal from the United States Circuit Court of Appeals for 
the Eighth Circuit, which had affirmed a decree of the District 
Court of the Eastern District of Missouri in favor of the com- 
plainant, the Blanton Manufacturing Company. Defendants appeal. 
Decree reversed, with directions to dismiss the bill. See 243 Fed. 
Rep. 503, 156 C. C. A. 201. 


Mr. Assistant Attorney General Frierson, for appellants. 
Mr. Shepard Barclay, of St. Louis, Mo., for appellee. 


Mr. Justice McKenna delivered the opinion of the Court. 

Appellants are officers of the Department of Agriculture 
charged with the administration of the meat inspection acts. The 
appellee, Blanton Manufacturing Company, is a manufacturer of 
oleomargarine and brought this suit against appellants to enjoin 
and restrain them from interfering with it in the use of the word 
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“Creamo” as a trade-mark in the manufacture and sale of its product 
and the use of that mark upon packages of its product shipped 
from St. Louis in interstate commerce. 

The District Court granted the injunction and its decree was 
affirmed by the Circuit Court of Appeals. 243 Fed. 503, 156 C. C. 
A. 201. 

As a ground of suit and recovery the company relies upon the 
following facts and they express, in a general way, its contentions. 
To what extent they should be modified will be apparent as we 
proceed. 

The company is a manufacturer of oleomargarine, having a 
factory at St. Louis, Mo., which comprises a group of buildings 
specially arranged and equipped for the purpose of such manufac- 
ture and where the company has made an investment of many thou- 
sands of dollars. Its product has been sold in packages of various 
sizes, marked with a trade label or stencil adopted for that purpose, 
which trade-mark is the word “Creamo,” used since 1904. Its 
trade has become extensive and valuable, its product has acquired 
a high reputation and become a source of profit, increasing yearly, 
and an interruption in the use of its trade-mark and label would 
cause serious injury in a sum exceeding $5,000. 

January 6, 1908, the company applied to the United States 
Patent Office for the registration of “Creamo” as a trade-mark; it 
was duly registered June 9, 1908, and the company has since en- 
joyed the use of it and made contracts with dealers under it, and 
the company’s oleomargarine is known to its customers far and wide 
by that label, trade-name and mark. 

In 1906, after the enactment of the Act of June 30, 1906 (34 
Stat. 669, c. 3913 [Comp. St. § 8682]), concerning the inspection 
of “meat and meat food products,” the company was informed by 
the Bureau of Animal Industry that its [the company’s] plant 
would be subject to inspection under the Act of Congress. The 
company objected but yielded to avoid controversy and hazard to 
its interest, and an inspector was installed. The company, however, 
contends that its manufacture of oleomargarine is not subject to the 
power and authority of the bureau. 
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The Secretary of Agriculture, in 1907, approved the company’s 
trade-mark of “Creamo,” and upon the faith of the approval the 
company has used the same and by expenditure of large sums of 
money has extended its popularity and publicity; but, notwith- 
standing, Dr. Brougham [one of the appellants] threatened the 
company that from and after March 1, 1914, its use would not be 
allowed and that the inspector in the establishment of the company 
would enforce the threat and attempt to prevent the use of the trade- 
mark and label. 

The trade-mark is duly registered in the office of the Secretary 
of State of the State of Missouri. 

Some of the contentions of the company are somewhat difficult 
to handle—indeed, to get at in separation. One of these is that 
the Bureau of Animal Industry has no authority or power over. the 
company’s product, its manufacture or market. The basis of the 
contention is that the food products indicated by “the meat inspec- 
tion act do not include a food product bearing the trade-name 
‘oleomargarine, prescribed by a special revenue law to be used in 
the sale thereof, and that statutory name is not ‘false or deceptive’ 
when so used.” And for the contention the company relies on 
Homer v. Collector, 1 Wall. 486, 17 L. Ed. 688, and Chew Hing 
Lung v. Wise, 176 U. S. 156, 20 Sup. Ct. 320, 44 L. Ed. 412. The 
further contention is that section 6 of the Oleomargarine Act (Act 
Aug. 2, 1886, c. 840, 24 Stat. 210 [Comp. St. § 6218]) requires 
the article to be packed in a particular way which is not the same 
as that prescribed by the meat inspection act and was in force before 
the latter was enacted, and therefore excluded “an article like this 
oleomargarine having a ‘trade-name by law.’”’ And yet again that 
the Food and Drugs Act (Act June 30, 1906, c. 3915, 34 Stat. 768 
[Comp. St. §§ 8717-8728]), which is “in pari materia, enacts that 
articles of food containing no poisonous or deleterious ingredients 
shall not be deemed misbranded” which shall thereafter be known 
as articles of food under their own distinctive names and not offered 
for sale under the distinctive name of another article if the name 
be accompanied on the same label or brand by the name of the place 
where manufactured or produced. And it is said that the company’s 
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oleomargarine bears that statutory trade-name and hence shouid not 
be considered misbranded. United States v. Coca Cola Co., 241 
U. S. 265, 36 Sup. Ct. 573, 60 L. Ed. 995, Ann. Cas. 1917C, 487, 
is adduced to support the contention. We do not consider it neces- 
sary to follow the company’s argument in detail. It is rather in- 
volved. We disagree with it. In other words, we are of opinion 
that the meat inspection act is applicable. This was the decision 
of the Circuit Court of Appeals. The company’s oleomargarine is 
a meat product, compounded, among other things, of oleo oil and 
neutral lard. Besides, it is not sold under the name of oleomar- 
garine alone; there is the qualifying addition of the word “Creamo,” 
and used, as we shall hereafter see, to qualify and distinguish it 
from other combinations which might bear the designation oleo- 
margarine. 

We pass to the consideration of the meat inspection Acts of 
June 30, 1906, and March 4, 1907 (34 Stat. 669, c. 3913 [Comp. 
St. § 8682]; 34 Stat. 1260 [Comp. St. § 8681]). They require an 
inspection of all meat and meat food products prepared for inter- 
state and foreign commerce and provide that no persons or firm or 
corporation shall offer for transportation, and no carrier shall trans- 
port in interstate or foreign commerce, any such products unless 
marked “Inspected and Passed,” and that “no such meat or meat 
food products shall be sold or offered for sale by any person, firm, or 
corporation in interstate or foreign commerce under any false or 
deceptive name; but established trade-name or names which are 
usual to such products and which are not false and deceptive and 
which shall be approved by the Secretary of Agriculture are per- 
mitted.” 

It is the contention of the government that the use of the word 
“Creamo” is deceptive and induces the belief that cream is a sub- 
stantial ingredient of the oleomargarine. The company earnestly 
contends to the contrary and that, besides, the designation “Creamo” 
has received the approval of the Department of Agriculture and has 
been sanctioned as an appropriate trade-mark by the Interior De- 


? Defined in the testimony to be “a lard produced from the leaf of a 
pig, neutralized so as to take the taste and smell out of it.” 
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partment (Patent Office). The latter contention may be imme- 
diately put to one side. The test of the product is the meat inspec- 
tion laws, not the trade-mark laws, and therefore we are concerned 
with the action of the Department of Agriculture and not with that 
of the Interior Department. And so intimately is the case concerned 
with the action of the Department of Agriculture that the basic and 
dominant contention of the government is that to the department is 
committed the power of determining the fact of the influence of the 
name and label of the company. In other words, the power of de- 
termining whether a trade-name is “false or deceptive” given by the 
law to the Secretary of Agriculture is, when exercised, conclusive of 
the falsity or deception of the name (Bates & Guild Co. v. Payne, 
194 U. S. 106, 24 Sup. Ct. 595, 48 L. Ed. 894, and cases cited; 
Fertilizing Co. v. Hyde Park, 97 U. S. 659, 24 L. Ed. 1036), and 
the power necessarily is a continuing one. The contention and the 
cited cases have been approved very lately in Houston v. St. Louis 
Independent Packing Co., 248 U. S. —, 39 Sup. Ct. 332, 63 L. Ed. 
—, in which it is declared that the decision of the department, un- 
less arbitrary, is conclusive. A sketch of the evidence, therefore, 
becomes necessary. 

As early as 1904 there was, if not controversy, discussion be- 
tween the company and the department. It was not of serious ex- 
tent. The company was indulged in the representation that its 
product was composed of “Butter, Oleo Oil, Neutral, Cream and 
Salt,” and that these were “churned in an abundance of richest 
cream, resulting in a perfect substitute for butter.” But there was 
objection to a statement that the oils were “doubly inspected” by 
the United States inspectors, “insuring absolute purity and cleanli- 
ness.” Such was the condition of things, we may deduce from the 
testimony, until 1908. 

We may say, in passing, that in the beginning 30 per cent. of 
cream was used and the word “Creamo” was selected to suggest 
such ingredient to repel the criticisms of the butter makers who 
represented that oleomargarine was produced from “sewerage and 
dead horses.” But it appears from the testimony that the use of 
cream was discontinued, skimmed milk being used instead, it having 
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been discovered by the government chemists that it was not the 
butter fat in the milk which produced the flavor, but it, the flavor, 
came from skimmed milk. 

October 2, 1912, an objection came from the department to the 
use of the company’s label and discussion ensued, extending over 
a period of 12 or 15 months. The department then announced 
that the use of the word “Creamo” was “considered deceptive and 
misleading and its future use could not be permitted.” It was, 
however, suggested that “Creamo Brand Oleomargarine’”’ be used, 
the words to be displayed alike in prominent type, and that cream 
should be used in the product, its use having been discontinued. 
Upon this ruling of the department and the resistance of the com- 
pany to it the contest was waged for a time. The company con- 
tended that the word ‘“Creamo” was arbitrary and not descriptive ; 
the department asserted the contrary and that it “conveyed a false 
inference to the consuming public,” and, notwithstanding an offer 
by the company to use 10 per cent. of cream, insisted upon the use 
of the word “brand” and required also some modifications of the 
label. It further declared that if the requirements of the bureau 
should not be complied with on and after March 1, 1914, the in- 
spector in charge at St. Louis would be instructed to prohibit ‘the 
use of all labels, wrappers, cartons, etc., which do not bear the 
bureau stamp of approval and number.” 

Such is the testimony in outline, and it is manifest that the 
action of the department was not arbitrary, but given upon a con- 
sideration of the circumstances and the fact of the trade-name 
“Creamo” having a deceptive implication to the consuming public. 

But against the decision of the department the company opposes 
the previous approval of “Creamo” as a trade-name and alleges 
that upon the faith of the approval the company has used the same 
and by the expenditure of large sums of money—testified to be about 
$10,000 a year—has made its product public and popular under 
that name. The answer to the contention is that the meat inspec- 
tion acts contemplate and confer a continuing inspection and power, 
a power necessarily not exhausted by one exercise. Besides, the 
approval was given at a time when the company used 30 per cent. 
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of cream in its product and declared that it and other ingredients 
were “churned in an abundance of richest cream, resulting in a 
perfect substitute for butter.” The indulgence of the department 
had justification. When the practice of the company changed, when 
it commenced to vary the percentages of cream and finally used 
none at all, naturally the department changed its ruling. The com- 
pany can, therefore, claim no right from the prior ruling. There 
may be value in the use of the trade-name “Creamo,” as the com- 
pany asserts, and detriment, it may be, in any change or qualifica- 
tion of it; but its value may be in its deception—its suggestion of 
cream appealing to the popular preference for that article over 
skimmed milk, though the scientific judgment may be in favor of 
the latter, a judgment possibly not known or if known not appre- 
ciated or accepted. And the deception would not be taken away 
and the purpose of the law satisfied by the addition of 10 per cent. 
of cream which the company offered to make. At least such was the 
judgment of the department, and we cannot pronounce it arbitrary. 

It will be observed from the quoted provisions of the meat 
inspection act that two conditions are presented: If ‘Creamo 
Oleomargarine” is to be regarded as the name of the product, it is 
false and deceptive, whatever it may have been formerly; if it be 
asserted to be an established trade-name, it has not received the 
approval of the Secretary of Agriculture, and hence its use is with- 
out legal permission. 

Decree of the Circuit Court of Appeals is reversed, and the case 
remanded to the District Court, with direction to dismiss the bill. 


Mr. Justice McReyno ps took no part in the decision of the 
case. 
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StaNtey Works v. Twistep Wire & Steet Co. 
(256 Fed. Rep. 98) 


United States Circuit Court of Appeals, Second Circuit 
January 15, 1919 


Unrairn CoMPetTiTiON—DECEPTION OF PUBLIC. 

Where the evidence failed to show that the public attached any 
importance to the source of plaintiff’s goods, or had been deceived by 
believing that defendant’s merchandise was plaintiff’s, a cause of action 
for unfair competition was not made out. 

Appeal from the United States District Court for the Southern 
District of New York, which had sustained plaintiff's bill in equity 
upon the charge of infringement of patent, but denied relief sought 
upon the ground of unfair competition. Both parties appeal. 
Affirmed. 


Mitchell & Allyn, of New York City (Robert C. Mitchell and 
Louis W. Southgate, both of New York City, of counsel), 
for plaintiff. 

Charles G. Hensley, of New York City, for defendant. 


Before Rogers and Manton, Circuit Judges, and Aveustus N. 
Hanp, District Judge. 


Manton, Circuit Judge: Since both parties appeal from the 
decree entered herein, we shall refer to the parties as they were 
referred to in the District Court, to wit, plaintiff and defendant. 

The plaintiff in this bill in equity charged infringement of re- 
issue letters patent granted to it July 7, 1914, No. 13,765, for an 
improvement in box strapping invented by Leon S. Howe. The 
bill further charged unfair competition. The District Judge sus- 
tained the patent, held that there was infringement, and dismissed 
the charge of unfair competition. The defendant denied that there 
was invention or infringement, but says that the patent in suit is 
invalid, because it claims, not a patentable combination, but a mere 
aggregation of old elements. It further claims that the reissue 
patent is invalid because it shows new matter. The defendant 
further contends that the District Judge correctly held that there 
was no unfair competition in the trade by it. * * * 
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[The court held that the patent had been infringed, and con- 
tinued : } 
The District Judge held that there was no proof warranting a 
finding by him of unfair competition, and that this cause of action 
is not made out. We are satisfied that the evidence does not war- 
rant a finding that the public has cared anything about the source of | 
plaintiff’s goods, or has been deceived by believing that the mer- 
chandise of defendant’s manufacture is that of the plaintiff. We 
approve these conclusions. Crescent Tool Co. v. Kilborn & Bishop 
Co., 247 Fed. 299, 159 C. C. A. 893 [8 T. M. Rep. 177] ; Shredded 
Wheat Co. v. Humphrey Cornell Co., 250 Fed. 960, — C. C. A. — 
[8 T. M. Rep. 369]. 
The decree is in all respects affirmed. 


Koxke Co. or AMERICA, ET AL. v. Coca-Cora Co. 
(255 Fed. Rep. 894) 


United States Circuit Court of Appeals, Ninth Circuit 


February 24, 1919 






Trape-Mark—INFRINGEMENT—COMPLAINANT’S ConpucT Baragine RE ier. 
Although the evidence showed that the defendant had imitated 
complainant’s mark and label for the purpose of reaping the benefit 

of complainant’s reputation and advertising, relief was nevertheless 
denied, because of the false and fraudulent conduct of the complainant 

in misrepresenting its product to the public. 


Appeal from the District Court of the United States for the 
District of Arizona. 

Suit in equity brought by the Coca-Cola Company against the 
Koke Company of America, The Southern Koke Company, Limited, 
The Koke Company of Texas, The Koke Company of Oklahoma, 
and The Koke Company of Arkansas. The District Court found 
for complainant, and defendants appeal. Decree reversed. 

The opinion below appears in 6 T. M. Rep. 349. 
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Richard E. Sloan, of Phoenix, Ariz., and Austin B. Littleton, 
of Chattanooga, Tenn. (Littleton, Littleton & Littleton, of 
Chattanooga, Tenn., of counsel), for appellants. 

William K. White, of San Francisco, Cal., Harold Hirsch, of 
Atlanta, Ga., Joseph E. Morrison, of Phoenix, Ariz., and 
Edward §. Rogers and Frank F. Reed, both of Chicago, 
Ill., for. appellee. 


Before Gitsert, Ross, and Hunt, Circuit Judges. 


Ross, Circuit Judge: Our conclusion in this case, after a careful 
examination of it, may be very briefly stated. The suit was brought 
to obtain an injunction, preliminary and perpetual, an accounting 
for profits, and for the recovery of damages against the defendants 
thereto, upon the ground of their alleged joint and several infringe- 
ment of the complainant’s trade-mark “Coca-Cola,” and for unfair 
competition on the part of the defendants. After long preceding 
use of it, the trade-mark was registered in the United States Patent 
Office on January 3, 1893, under the Act of Congress of March 3, 
1881, and was also registered under the subsequent Act of Con- 
gress of February 20, 1905, entitled “An act to authorize the regis- 
tration of trade-marks used in commerce with foreign nations, 
among the several States of the United States, and with the Indian 
tribes, and to protect the same.” A very large amount of testimony 
was taken in the case, from which the court below found as a fact 
that the preparation manufactured and sold by the defendants to 
the suit was in imitation of that of the complainant, and that the 
name under which it was so manufactured and sold—‘Koke’—was 
selected for the purpose of reaping the benefit of the reputation and 
advertising of the complainant, and because it would permit the 
defendants to better dispose of their product as and for Coca-Cola, 
especially in view of the fact that the label of the complainant was 
copied and imitated, and the barrels in which defendants’ products 
were shipped were colored as nearly like those of complainant as 
possible. 

Upon the record we would not be justified in holding that 
the trial court reached the wrong conclusion in that respect, and 
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if that were the only point in the case would readily affirm the in- 
terlocutory decree appealed from. But it is the well-established 
law, as held by the Supreme Court in the case of Worden v. Cali- 
fornia Fig Syrup Co., 187 U. S. 516, 528, 23 Sup. Ct. 161, 164 
(47 L. Ed. 282) that— 


“when the owner of a trade-mark applies for an injunction to restrain 
the defendant from injuring his property by making false representations 
to the public, it is essential that the plaintiff should not in his trade-mark 
or in his advertisements and business, be himself guilty of any false or 
misleading representations; that if the plaintiff makes any material false 
statement in connection with the property which he seeks to protect, he 
loses his right to claim the assistance of a court of equity; that where any 
symbol or label claimed as a trade-mark is so constructed or worded as 
to make or contain a distinct assertion which is false, no property can be 
claimed on it, or, in other words, the right to the exclusive use of it can- 
not be maintained.” 

Many cases will be found referred to by the court in its opinion 
in that case in support of it, and by reference to 38 Cyc. 700, 704, 
797, there will be found many others to the same effect. The evi- 
dence, we think, leaves no room for doubt that the appeliee’s very 
extensive business conducted under the name “Coca-Cola” is not 
entitled to protection at the hands of a court of equity: First, be- 
cause it shows that in the beginning, and for many years thereafter, 
the coca of which its compound was in large part made contained 
the deadly drug cocaine, and the caffeine, which constituted the other 
main ingredient, was derived mainly, and, indeed, almost exclu- 
sively, not from cola nuts, but from tea leaves. Yet the labels with 
which the preparation was adorned contained pictures of coca leaves 
and cola nuts, and was widely advertised and sold, first under the 
name of “Coca-Cola Syrup & Extract,” next as “Coca-Cola Syrup,” 


and finally as “Coca-Cola,” as a ‘“‘valuable brain tonic,” an “ideal 


nerve tonic and stimulant,” as a cure of “headache, neuralgia, hys- 
teria, and melancholy,” and “of nervous afflictions,” under which 


representations a tremendous consumption was built up, and under 
which large numbers of the appellee’s customers still consume the 
mixture, although long prior to the bringing of the present suit the 
drug cocaine was practically eliminated from the drink, and the 
caffeine, of which it has since been mainly composed, still comes 
mainly, if not entirely, from other sources than the cola nut. We 
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find such conduct on the part of the appellee to be, in fact, such 
deceptive, false, fraudulent, and unconscionable conduct as precludes 
a court of equity from affording it any relief. 

Accordingly, under the rule and the decisions of the Supreme 
Court in the cases of Worden v. California Fig Syrup Co., 187 U.S. 
516, 23 Sup. Ct. 161, 47 L. Ed. 282, and United States v. Coca-Cola 
Co., 241 U. S. 265, 86 Sup. Ct. 573, 60 L. Ed. 995, Ann. Cas. 
1917C, 487 (decided subsequent to all the cases upon which the 
judgment of the court was based), we see no escape from the con- 
clusion that the judgment appealed from must be reversed, and the 
cause remanded, with directions to the court below to dismiss the 
bill, at the complainant’s cost. 

Accordingly it is so ordered. 


Hercutes Powper Co. v. Newton, CoMMISSIONER OF PATENTS 
(254 Fed. Rep. 906) 


United States District Court, Southern District of New York 
December 17, 1918 


Trave-Marxs—Descaiptive Worps. 

The word “infallible” refused registration as a trade-mark for 
smokeless powder, on the ground that it is descriptive, since it conveys 
the idea that the powder may always be relied upon to accomplish the 
purposes for which it is desired. 


In equity. Suit brought under statute to compel registration 


of trade-mark. For decision of the Court of Appeals of the Dis- 
trict of Columbia, see 7 T. M. Rep. 530. 


Edwin J. Prindle, of New York City, for plaintiff. 
Francis G. Caffey, U. S. Atty., of New York City, and Robert 
F. Whitehead, of Washington, D. C., for defendant. 


Mayer, District Judge: The suit is brought under the provi- 
sions of section 4915 of the United States Revised Statutes (Comp. 
St. 1916, § 9460); the Commissioner of Patents having consented 
that jurisdiction be entertained by this court. 








246 NINE TRADE-MARK REPORTER 


Plaintiff seeks to require the Commissioner of Patents to 
register as a trade-mark for smokeless powder, the word “infallible.” 
Registration of this mark was refused by the examiner of trade- 
marks in the Patent Office and by the Commissioner of Patents and, 
on appeal to the Court of Appeals of the District of Columbia, the 
decision of the Commissioner of Patents was affirmed. Both the 
Commissioner of Patents and the Court of Appeals of the District 
of Columbia examined the subject-matter with great care and placed 
their respective decisions substantially upon the same ground. 

One question is whether “infallible,” when used in connection 
with smokeless powder, is descriptive. On this point the Commis- 
sioner of Patents said, in part: 


“*Infallible’ is certainly descriptive of these qualities. It is true this 
word does not exhaustively describe them; one word can seldom perform 
this function, but it is a word that will be useful in describing just the 
qualities that applicant says sporting powder should possess.” 


The Court of Appeals of the District of Columbia, in the same 
connection, held: 

“The word ‘infallible’ implies something that never fails and that is 
certain of operation, incapable of error, and free from uncertainty or 
liability to failure.” 

The argument of counsel for the plaintiff is, first, that nothing 
can be said to be infallible, and secondly, that the word “infallible,” 
when used in connection with smokeless powder, cannot be said to 
be descriptive. This word, when thus used, seems to me to convey 
the idea that the smokeless powder will invariably do its work, or, 
putting the thought in another way, that it can be used with cer- 
tainty for the purpose for which it is desired. 

Counsel on both sides have analyzed with care many decisions 
of the Patent Office and of the courts, dealing with this subject of 
descriptive words. Counsel for plaintiff has called attention to 
some decisions of the Patent Office in respect of the word “infalli- 
ble,” which were not called to the attention of the Court of Appeals 
of the District of Columbia. These prior decisions of the Patent 
Office must be regarded as disposed of, so far as this case is con- 
cerned, by the decision of the District of Columbia Court of Appeals. 
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It will not be useful to analyze at length the effect of the many 
decisions which deal with this question of descriptive words. It 
certainly can be stated that, at best, the question is debatable, and 
the most favorable position in which the plaintiff can be put is that 
another court (i. e., this court) might hold differently from the 
Court of Appeals of the District of Columbia. I am of opinion 
that that court was right in its conclusions, but, in any event, before 
this court would arrive at a different conclusion, it would be neces- 
sary that this court should be clearly convinced that the conclusion 
of the Court of Appeals of the District of Columbia was wrong. 
Indeed, it might well be contended that what I have just stated 
does not go as far as did our Circuit Court of Appeals recently in 
Gold, et al., v. Newton, 254 Fed. 824, Cc.Cc. A. ——. In re- 
spect of the argument that the word “infallible,” 
plaintiff's smokeless powder, has acquired a secondary meaning, it 
is sufficient to refer to Elgin National Watch Co. v. Illinois Watch 
Case Co., 179 U. S. 665, 21 Sup. Ct. 270, 45 L. Ed. 365. 

I quite agree with the contention of counsel for the defendant 
that what plaintiff asks in the case at bar is, in effect, to modify the 
statute, so as to make the “ten-year” period, not that next preced- 
ing the passage of the Act of 1905 (Act. Feb. 20, 1905, c. 592, 33 
Stat. 724 [Comp. St. 1916, § 9485 et seq.]), but such a period as 
would cover plaintiff's use of the mark. 

For the reasons thus briefly outlined, it follows that the bill 
must be dismissed. 





in connection with 


Topp ProtectocrapH Co. v. Hepman Mee. Co., ET AL. 
(254 Fed. Rep. 829) 


United States District Court, Northern District of Illinois 


January 8, 1919 


1, Unrairrn Competition—APpproprRiATION OF ADVERTISING MATTER. 
A competitor will be restrained from making use of plaintiff’s 
valuable advertising material improperly obtained from agents in 
plaintiff's employ. 
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2. Unrair Competirion—Resa.e or Piaintirr’s Goons. 

It was unfair for defendants to sell machines of plaintiff, which 
they had obtained by exchange, without informing purchasers or stating 
in their advertisements that said machines were not new; or to sell 
such old machines to persons whom defendants had reason to know 
would sell them as new and who would represent themselves to be 
plaintiff's agents. 

3. Uwnram Competition—Docraine or “Crean Hanps”—Unrair MetxHops 
or AGENTs AS AFFECTING PRINCIPAL. 

While a sales agent may charge his principal with liability for his 
unfair methods, although the latter may be ignorant of them, the 
agent’s guilt will not be imputed to an innocent principal to such an 
extent that said principal cannot come into equity with “clean hands.” 

4. Uwnrar Competition—DerenDANT ImprRopeRLY ADVERTISING PLAINTIFF'S 

Goons. 

Defendant will be enjoined from advertising plaintiff's goods as 
being for sale by a concern which does not exist and at an address 
which is fictitious. 


In equity. Suit for infringement of patent and to prevent 
unfair competition. Decree for complainant. 


Edward Rector and Alfred H. Meads, both of Chicago, IIl., 
and Frederick F. Church, of Rochester, N. Y., for plaintiff. 

Lynn A. Williams and Robert M. See, both of Chicago, Ill., for 
defendants. 


Sansporn, District Judge: Suit for infringement of patent 
and unfair competition. Plaintiff is a citizen of New York and 
defendants are citizens of Illinois, and the amount involved exceeds 
the jurisdictional limit. The patent action rests on patent No. 
793,249, issued to L. M. Todd, June 27, 1905, on a printing ap- 
paratus for protecting checks from alteration. 

* * * * 

Unfair competition—The pleading and proofs relate to al- 
leged breach of trust and violation of legal and moral obligation, 
disloyalty and treachery on the part of the defendants Fesler and 
Evans while in plaintiff's service, fraudulent sales of plaintiff's 
secondhand machines, impersonation of plaintiff's agents, adver- 
tising and selling such machines under a fictitious name, using plain- 
tiff’s advertising matter, alienation of loyalty of salesmen, and 
molestation of plaintiff’s contracts of sale. 

Another issue of unfair competition of plaintiff against de- 
fendants, mainly by misrepresentation of this suit by plaintiff’s 
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selling agents to the injury of defendants, was brought by counter- 
claim, and defendants sought a temporary injunction to restrain 
such misrepresentation. The suit was set for prompt trial, and the 
injunction accordingly denied. No claim is now made by defend- 
ants on this counterclaim, which should therefore be dismissed. 

It appears that, after defendants’ competition commenced by 
the sale of the Hedman machine, very strenuous sales methods were 
used by agents of defendants, and to some extent by agents of plain- 
tiff which, although reprehensible, were simply intense, as dis- 
tinguished from unfair competition. But there are other acts on 
the part of defendants for which they bear the whole responsibility, 
apart from anything done by their salesmen, which give an entirely 
different aspect to the case, although in some respects they may be 
bound by the acts of their agents, though specific knowledge of the 
particular acts is not proved. 

Without attempting to detail the specific facts, the testimony 
shows that, while Fesler and Evans were important and trusted 
agents of plaintiff, they took up the Hedman machine (after first 
trying to sell it for a fair price to plaintiff), kept their connection 
with it a secret as long as possible, leased a building for manufac- 
ture and office purposes, and got as far along as possible to make 
and sell the device, meanwhile continuing in plaintiff's service. 
While owing the utmost fealty to plaintiff, and making more than 
the usual number of sales of the Todd machine, they used what time 
they could to make all preparations for their own plans, and alienat- 
ing some of the Todd agents. They apparently thought they owed 
plaintiff no duty beyond keeping up the normal amount of sales, 
and that while they were thus serving two masters they were free 
to conceal the situation, and embezzle plaintiff's advertisements, 
some of which had been accumulating for a long time, were acquired 
at great expense, and were of the utmost value. This refers espe- 
cially to the large collection of raised checks, which they photo- 
graphed and later used in the Hedman business. This is probably 
damnum absque injuria, except that defendants may be restrained 
from using such advertising matter. In respect to disloyalty, and 
the use of advertising matter, see Merchants’ Syndicate Catalog Co. 
v. Retailers’ Factory Catalog Co. (D. C.) 206 Fed. 545. 
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The evidence also shows that defendants have sold Todd ex- 
changed machines without distinctly stating to the purchasers that 
they were not new—have advertised sales of old machines without 
making the advertising matter clearly to show that they were not 
new machines. It further appears that they have sold such old 
machines to persons who they knew, or had good reason to believe, 
would sell them as new, and who would represent themselves as 
Todd agents. They used a fictitious business address and name in 
order to sell such old machines, which necessarily tended to dis- 
credit the Todd machine. It is also shown that they have in a few 
instances molested plaintiff's clients by inducing them to violate 
their purchase contracts for plaintiff's machines. They should be 
restrained from using advertising matter belonging to plaintiff, and 
from doing the other things referred to. 

The evidence shows that agents of the plaintiff in selling the 
Todd machine, and so far as they sold Hedman exchanged machines, 
have to some extent used similar reprehensible methods of competi- 
tion; and it is claimed that the plaintiff, seeking equity in its favor, 
has not done equity towards the defendants, and therefore is not en- 
titled to a decree against unfair competition, upon the equitable rule 
of “clean hands.” This leads to an examination of the law in 
respect to how far the acts of sales agents bind their principals in 
a situation like this. Sales agents may charge their principal with 
liability for their unfair competition, although the latter is ignorant 
of their methods, because they are agents to sell, and their sales 
methods are as a matter of law those of the principal. Their agency, 
however, does not extend to direct injury of the principal, by charg- 
ing it with unjust conduct in pursuing its business. 

“The doctrine that he who comes into equity must come in with clean 
hands does not recognize mere imputations of guilt based upon technical 
theories of agency. To invoke it a knowledge must exist on the part of 
the principal of the facts upon which the charge of unconscionable conduct 
is based, and in the case of a corporation those facts must be brought home 
to the persons exercising general control over its affairs. * * * On the 
other hand, * * * the liability of the defendant for the acts of its 
agents exists entirely irrespective of knowledge of its officers” (citing 
Vulcan Detinning Co. v. American Can Co., 72 N. J. Eq. 387, 67 Atl. 339, 


12 L. R. A. [N. S.] 102). (Associated Press v. International News Agency 
(D. C.) 240 Fed. 983 [7 T. M. Rep. 436]; Id., 245 Fed. 244, 157 C. C. A. 
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436 [8 T. M. Rep. 37]; certiorari granted, International News Service v. 
Associated Press, 245 U. S. 644, 38 Sup. Ct. 10, 62 L. Ed. 528, affirmed 
December 23, 1918, opinion by Mr. Justice Pitney, Justice Brandeis dis- 
senting [9 T. M. Rep. 15]). 

The finding of the lower courts that plaintiff was not charge- 
able with unfair competition was accepted. The fact that both 
parties were accustomed to take news items from each other as tips 
to be investigated, and, if verified, the result of the investigation to 
be sold, the practice having been followed by news agencies gen- 
erally, was held not to show an unconscientious or inequitable atti- 
tude toward defendant, so as to fix upon the plaintiff the taint of 
unclean hands. There is no evidence that plaintiff authorized or 
had knowledge of any act of its agents which would deprive it of 
the right to an injunction against unfair methods of competition 
on the part of defendant’s salesmen, nor is there very much evidence 
of such unfair methods. Unfair methods of plaintiff's agents might, 
indeed, be so general and persistent as to require the inference of 
knowledge by the principal, but the evidence fails on this point. 
And there is no evidence that plaintiff took an unconscientious or 
inequitable attitude toward defendant but, so far as unfair con- 
duct of its salesmen appears, it was rather by way of retaliation. 

In respect to defendants’ advertising plaintiff's machines for 
sale under the name of “The Check Writer Emporium,” which had 
no real existence, giving its address as “No. 655 North Franklin 
Street, Chicago,” an entirely fictitious address, it seems clear that, 
as customers could not find any such concern or such street number, 
plaintiff was bound to be discredited and injured, and that such ad- 
vertisement should be restrained. 

It seems only fair to require defendants to make it clear in 
advertisements that the Todd machines offered for sale are used or 
rebuilt ones. (Walter Baker & Co. v. Saunders, 80 Fed. 889, 26 
C. C. A. 220; Ludlow Valve Co. v. Pittsburgh Co., 166 Fed. 26, 92 
C. C. A. 60; Stir v. American Piano Co., 211 Fed. 271, 127 C. C. A. 
639 [4 T. M. Rep. 246]; Waterman Co. v. Modern Pen Co., 235 
U. S. 88, 35 Sup. Ct. 91, 59 L. Ed. 142 [5 T. M. Rep. 1]). 

Defendants have no right to the continued use of advertising 
matter obtained by it through the acts of Fesler or Evans while 
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they were in a confidential relation to plaintiff, however free they 
might be to take or use uncopyrighted matter obtained since they 
were plaintiff's agents. (Merchants’ Syndicate Catalog Co. v. Re- 
tailers’ Factory Catalog Co., supra.) 

There should be a decree dismissing defendants’ contention, de- 
ciding the Todd patent valid, claims 1, 3, and 4 infringed, and 
claims 5, 6, and 8 not infringed, and for an accounting of damages 
and profits on account of the patent infringement, and that an in- 
junction issue as above indicated, against further unfair competition, 
with costs. 

I have assumed that damages or profits resulting from the 
unfair competition may be incapable of proof, but the matter may be 
deferred until the decree is settled. 


Best-CLyMER MANUFACTURING Company v. E. G. Smytu 
United States District Court, Eastern District of Misseuri 


May 29, 1919 


Trape-Marks—I NFRINGEMENT—CLAsseEs OF Goons. 

The plaintiff's trade-mark “Temptor,” applied to preserves, jelly 
and syrup, held infringed by defendant’s applying the same to pancake 
flour, macaroni, spaghetti, rolled oats, buckwheat flour, noodles, poultry 
food and flavoring extracts. 


In equity. 


Fryar Decree: This cause having come on to be heard upon 
the pleadings and proofs, and counsel for the respective parties hav- 
ing been heard, and the Court being fully advised in the premises, 
now, upon consideration thereof: 

It is ordered, adjudged and decreed that the name or word 
“Temptor” has been a trade-mark upon preserves, jelly and 
syrup since or prior to 1913; that on June 16, 1914, said trade- 
mark was duly registered in the United States Patent Office, and 
is a valid and subsisting trade-mark under the Act of Congress; 


ee —EEee — 


BEST-CLYMER MANUFACTURING COMPANY V. E. G. SMYTH 253 


That the complainant, Best-Clymer Manufacturing Company, 
is, and ever since the year 1913 or before has been, the exclusive 
owner of said trade-mark, and during all said times has carried on 
the business at the City of St. Louis, in the State of Missouri, of 
manufacturing, advertising and selling preserves, jelly and syrup, 
and during all said time has used upon the labels of the packages 
containing said products a label or stamp bearing the word 
“TemMpTor’ as a trade-mark; 

That the defendant herein, E. G. Smyth, doing business under 
the name and style of E. G. Smyth Company, has infringed upon 
the said trade-mark and upon the exclusive rights of the complain- 
ant under the same, by selling prior to and since the commencement 
of this suit pancake flour, macaroni, spaghetti, rolled oats, buck- 
wheat flour, noodles, poultry food, and flavoring extracts, to which 
parcels and packages containing the same said defendant has at- 
tached a label bearing the name or trade-mark “Tempror,” all in 
imitation and infringement of complainant’s trade-mark, as charged 
in the bill of complaint. 

It is further ordered, adjudged and decreed that a perpetual 
injunction issue out of and under seal of this Court enjoining and 
restraining defendant, E. G. Smyth, doing business under the style 
of E. G. Smyth Company, his officers, clerks, agents, servants, and 
all persons claiming or holding under or through him, from the 
direct or indirect use or advertising of the infringing label charged 
or any colorable imitation of complainant’s trade-mark in suit. 

It is further ordered, adjudged and decreed that the plaintiff 
recover of the defendant its costs of this action. 


{Nore: Contrary to our custom to report only cases in which opinions 
have been written, we publish the foregoing final decree because of the 
wide view apparently taken by the court as to what constitutes goods of 
the same class. We understand that an appeal has been taken, and we 
shall report the decision of the higher court in due time]. 
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Catumet & Hecra Minine Co. v. Equitas_e Trust Co., et AL. 
(174 N. Y. Supp. 317) 


New York Supreme Court 


Appellate Division, First Department, February 7, 1919 


Trape-N AME—COPARTNERS— PARTIES. 
Where it appeared that one of the alleged defendants was merely 

a trade-name under which two copartners did business and said co- 

partners were sued also under their individual names, the trade-name 
was stricken from the title of the cause, although no motion to that 
effect was made. 

This was an appeal from the Special Term of New York 
County. The defendant Acme Steamship Company had demurred. 
Plaintiff moved to over-rule the demurrer and said defendant made 
a counter motion for the sustaining of the demurrer. The order 
appealed from denied plaintiff's motion and sustained defendant’s. 
The order was reversed, both motions denied, and name of de- 
fendant stricken out. 


Argued before Crarke, P. J., and Lav@uuin, Pace, SHEARN, 
and MERRELL, JJ. 


Bullowa & Bullowa, of New York City (Lawrence E. Brown, 
of New York City, of counsel), for appellant. 

Charles Podsenick, of New York City (Alerander S. Bacon, of 
New York City, of counsel), for respondent. 


Laveuuin, J.: We are of opinion that the Acme Steamship 
Company was improperly joined as a party defendant, and had no 
standing to interpose a demurrer, and that the court on the hearing 
should have stricken it out as a party defendant, pursuant to the 
authority conferred by section 723 of the Code of Civil Procedure, 
although no motion to that effect was made. 

The action is to recover as for money had and received the sum 
of $57,020.48, together with interest thereon, being the amount of a 
check alleged to have been delivered by the plaintiff to the defendant 
the Equitable Trust Company, and collected by said company for 
the freight on copper delivered to the defendants Stafford and 
Robert E. Miller, who it is alleged were doing business under the 
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name of the Acme Steamship Company, and for the shipment of 
which to Genoa, Italy, it is alleged bills of lading were delivered to 
the plaintiff. The theory on which the plaintiff claims to be enti- 
tled to recover the money is that the copper was not shipped on the 
particular steamer upon which it was agreed that it would be 
shipped, or on a subsequent steamer, in accordance with the contract 
of affreightment. The only legitimate inference from the allega- 
tions of the complaint is that respondent is merely a trade-name 
under which the defendants Stafford and Robert E. Miller were 
doing business. Doubtless, if the respondent had been sued on the 
theory that it was a corporation or a joint-stock association, and 
service had been made on one of the copartners, the court could 
have allowed an amendment substituting the copartners (De Witt v. 
Abraham Bros. Horse & Mule Co., 170 App. Div. 610, 156 N. Y. 
Supp. 658; Boyd v. U. S. Mortgage & Trust Co., 187 N. Y. 262, 
79 N. E. 999, 9 L. R. A. [N. S.] 399, 116 Am. St. Rep. 599, 10 
Ann. Cas. 146); and while a copartnership may not be sued as an 
entity, that objection is not available by a demurrer for insufficiency. 
(Bannerman v. Quackenbush, 11 Daly, 529, approved in De Witt 
v. Abraham Bros Horse & Mule Co., supra; Messler v. Schwarzkopf 
& Dorer, 35 Misc. Rep. 72, 78, 71 N. Y. Supp. 241.) But here 
the copartners were made defendants, and there was no occasion 
for attempting to sue them in the trade-name under which they 
were doing business, and under which they could neither sue nor be 
sued. Although the appellant does not appear to have requested 
that the trade-name be stricken out, the facts being uncontroverted, 
we are of opinion that the court should have stricken it out. 

The order should therefore be reversed, but without costs, and 
both motions denied, without costs, and the name Acme Steamship 
Company stricken from the title of the cause, without costs. Orders 
filed. All concur. 
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S. W. Scorr & Co., INnc., v. Scott, ET AL. 
(174 N. Y. Supp. 58) 


New York Supreme Court 


Appellate Division, First Department, February 21, 1919 


1. Unram Competition—So.ricitaTion oF Trape BY Former Emp.Loyee. 

In the ordinary agreement of employment there is no implied 
contract by the employee not to solicit the trade of customers of his 
employer after the termination of his employment; nor does such 
solicitation constitute unfair competition, in the absence of an express 
agreement to the contrary. 

2. Uwnrair Competirion—Former Emproyee—KNowLepce Gainep Dvurine 

EMPLOYMENT. 

Unless restrained by express agreement, an employee may upon 
the termination of his contract make use of the knowledge that he 
has acquired of the customers of his employer, so long as he does not 
resort to false statements or unfair means. 


Appeal from Special Term, New York County. Order grant- 
ing an injunction restraining defendants reversed. 


Argued before Crarke, P. J., and Lavenuin, Pace, SHEARN, 
and Merrett, JJ. 


Dickinson W. Richards, of New York City (William H. Wurts, 
of New York City, on the brief), for appellants. 

Wing & Wing, of New York City (Arthur K. Wing, of New 
York City, of counsel, and Charles G. Hill, of Freeport, 
on the brief), for respondent. 


Pace, J.: The affidavit of Walter L. Webster in support of 
the motion for a temporary injunction states that he knew the de- 
fendant Samuel W. Scott to be an experienced insurance solicitor 
and underwriter, and well known among the various insurance com- 
panies and insurance brokers engaged in business in New York City, 
and that he had an interview with the defendant Scott, at which was 
discussed the organization of a separate department of W. L. Web- 
ster & Co., Incorporated, of which he, the said Webster, was presi- 
dent and general manager. As a result of this interview Scott wrote 
to Webster on May 29, 1917, as follows: 


“Complying with your suggestion that a proposition from me, bearing 
upon the substance of our recent conversation, would be given consideration, 
I beg to submit the following: 








8. W. SCOTT & CO., INC., V. SCOTT, ET AL. 257 


“The field it is proposed to enter, I am convinced, as a practical under- 
writer, is one from which a good financial return may be expected, in due 
time, and I am prepared to sever my present connections and use my best 
efforts to secure the representation of companies for your office, for the 
purpose of soliciting brokerage business, and to place my services at your 
disposal for any other purposes. 

“It may take some months, and require some traveling, to secure the 
number of companies necessary to make a profitable connection for the 
office, and while engaged upon this work I would ask as compensation the 
sum of $350 per month, plus expenses. 

“You expressed a willingness to ‘gamble’ upon the proposition, and I am 
willing, for the present, to make a financial sacrifice, with the understanding 
that the matter of compensation will be readjusted when I perform my 
part of the agreement and the proposition shows results. 

“Trusting that you may take favorable action upon my proposal, and 
asking the favor of your early advices, I am, 

“Yours very truly, Sam W. Scorr.” 


As a result of these negotiations Scott entered into the employ 
of W. L. Webster & Co., Incorporated; his duties being that of in- 
surance solicitor, placer, and manager of the said department. 
Through the efforts of Scott there was secured for W. L. Webster 
& Co., Incorporated, agency agreements with the Atlas Assurance 
Company, Limited, Providence-Washington Insurance Company, 
Fire Association of Philadelphia, and the Caledonian Insurance 
Company. On or about October 11, 1917, Webster believing that 
the business of the department could be conducted better and more 
satisfactorily wholly separate and distinct from W. L. Webster & 
Co., Incorporated, the plaintiff corporation was formed, of which 
Webster owned the stock, 500 shares of which he paid for in cash, 
and 4,500 shares were issued for the transfer of the agreements 
and business of the department, to which company, with the consent 
of the insurance companies, the agency agreements were assigned 
and turned over. The defendant Scott continued in the employ of the 
plaintiff as vice-president, director, and manager of said business 
until on or about August 31, 1918. During the month of August, 
1918, Scott told Webster that he was going in business for himself. 
The parties do not agree as to the causes that led to this decision on 
Scott’s part, nor is that material in the consideration of this matter. 
On August 27, 1918, Scott wrote Webster as follows: 


“Confirming our conversation of the 26th inst., the substance of which 
was the present condition of the business and the outlook for the future, 
beg to state that, after careful consideration, I have come to the conclusion 
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that it would be better to discontinue the present arrangements and to 
operate on my own account, so that you may not suffer any further loss. 

“If you have no use for the Scott charter, etc., I have the following 
proposition to offer: 

“In consideration of the transfer to me of the 500 shares of stock of 
the corporation, I will agree to reimburse you personally for the expense 
in securing the charter, i. ¢., $166.75, and to purchase the furniture, type- 
writers, and supplies now in the office for $250, and to assume the lease of 
the office from September 1, 1918. 

“In addition, I will collect for you all commissions on business accepted 
up to August 31, 1918 (these will amount to about $2,500). 

“Any outstanding bills or loans contracted before the 26th of August, 
1918, to be paid for out of the commissions collected. 

“If this proposition is acceptable to you, I would like to have the mat- 
ter settled before August 31, 1918. 

“If not acceptable, I beg to tender my resignation as an officer of the 
corporation, to take effect August 31, 1918. 

“Thanking you for all you have done to make the present arrangements 
agreeable and satisfactory to me, and regretting that the business has not 
prospered to the extent I anticipated, I am, 

“Yours sincerely, Sam W. Scort, Vice-Pres’t.” 


Webster failing to accept this proposition, the letter was treated 
as a resignation, and Webster states in his affidavit: 

“As there was no legal reason why he should not resign as an officer, 
director, or employee of the plaintiff, I could make no legal objection to 


it; accordingly, he did sever his connection with the plaintiff on or about 
said date.” 


Scott thereupon incorporated a company named “Scott Fire 
Insurance Offices, Incorporated,” of which he is the president, a 
director, and general manager, and the owner of practically all the 
issued stock. It is alleged that, since starting in business for him- 
self by means of said corporation, Scott has solicited agency con- 
tracts with other insurance companies, but has only succeeded in 
obtaining from the Atlas Insurance Company, Limited, an agency 
contract similar to that held by the plaintiff, so that now both the 
plaintiff and defendant Scott Fire Offices, Incorporated, have con- 
tracts with that company. It is further alleged that Scott has ap- 
proached various insurance brokers through whom the plaintiff 
has secured its business in the past and has sought to induce the 
said brokers to place through the defendant renewals of policies 
issued to their clients through the defendants. 

The sole claim that the defendant is using any knowledge or 
information that the plaintiff claims to have been confidential, is 
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that by reason of the fact of his position with the plaintiff he learned 
the time when these policies expired. It is not claimed, however, 
that he made any copy of either the books of the company or any 
list of these policies, but solely that such knowledge was acquired 
by reason of his familiarity with the plaintiff's business. An in- 
junction pendente lite has been issued that: 

“* * * The defendants and each of them, and their respective agents, 
servants, employees, and representatives, be and each of them hereby is re- 
strained from soliciting or in any wise endeavoring to procure, and from 
accepting or entering into, upon or under any fire insurance agency or so- 
liciting contracts, agreements, or any agreement by or under the terms of 
which they or any of them shall act as agent or solicitor for any of the 
following named insurance companies, to wit: The Atlas Assurance Com- 
pany, Limited, Providence-Washington Insurance Company, Fire Associa- 
tion of Philadelphia, and the Caledonia Insurance Company—and from 
soliciting or in any wise seeking to procure the renewal of any fire insurance 
policies from or through any brokers, or their clients, which said policies 
of insurance were originally issued through the plaintiff, acting as agent or 
solicitor for the company or companies issuing said policies, and from 
collecting or receiving any insurance premiums or commissions upon said 
renewal of fire insurance policies heretofore issued through the plaintiff as 
agent, broker, or solicitor.” 

It will be noted that the defendant Scott in leaving the employ 
of the plaintiff did not break any contract of employment, nor was 
there any contract that on leaving the plaintiff's employ he would 
not engage in a similar business. Therefore the injunction cannot 
be sustained on the theory that the defendant Scott is violating any 
contract right. 

The injunction must be supported, if at all, upon the theory 
that a man who has been employed by another cannot thereafter en- 
gage in the same business, in competition with his former employer, 
and solicit the business of his employer’s customers. It is not al- 
leged that, while in the plaintiff’s employ, he tried to divert busi- 
ness from the plaintiff. It cannot be alleged that his acquaintance 
with either the insurance companies or the brokers was acquired 
while in plaintiff's employ. He had been in the insurance business 
in New York City for 20 years. It was because he was an ex- 
perienced insurance solicitor and underwriter, well known among 
the insurance companies and brokers, that Webster employed him 


to manage his new department. The plaintiff's theory seems to be 
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that they could get the benefit of Scott’s knowledge and experience 
acquired in the employ of others, but that because out of 20 years 
of business life in this one line of business he spent fifteen months 
in plaintiff's employ, he cannot devote his skill, knowledge, and 
acquaintance in a business for himself, because by so doing the plain- 
tiff suffers some loss of trade. Such is not the law. As early as 
1799, in a case (Nichol v. Martyn, 2 Esp. 732) in which a traveling 
salesman, on the occasion of his last trip and while still in the 
plaintiff's employ, informed the customers from whom he had been 
soliciting orders for the plaintiff that he would shortly go into the 
same business for himself, and that then he would be pleased to 
accept their orders for himself, the complaint was dismissed; Lord 
Kenyon saying: 

“A servant, while engaged in the services of his master, has no right to 
do any act which may injure his trade or undermine his business; but every 
one has a right to alter his situation in the world, and if he does it by means 
not contrary to law, though the master may be eventually injured, it is 
damnum absque injuria, There is nothing morally bad or very improper, in 
a servant who has it in contemplation at a future period to set up for him- 
self, to endeavor to conciliate the regard of his master’s customers and to 
recommend himself to them, so as to procure some business from them as 
well as others.” 

It is well settled that in the ordinary agreement of employment 
there is no implied contract by the employee not to solicit the trade 
of customers of his employer after the termination of his employ- 
ment. Nor does such solicitation constitute unfair competition, in 
the absence of an express agreement to the contrary. The em- 
ployee may make use in his new employment of the knowledge he 
had acquired in the old. If it involves no breach of confidence, it 
is not unlawful, “for equity has no power to compel a man who 
changes his employers to wipe clean the slate of his memory.” 
(Peerless Pattern Co. v. Pictorial Review Co., 147 App. Div. 715, 
717, 132 N. Y. Supp. 37, 39.) Even where the names of customers 
that the employee traded with were on a list or route book which was 
furnished him by the employer, it has been held that the discharged 
employee could solicit the trade of such customers, where they con- 
ducted business places and publicly displayed the character of their 
business, and dealt more or less constantly with the employer’s com- 


Bia Cates... 
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petitors. (Boosing v. Dorman, 148 App. Div. 824, 825, 133 N. Y. 
Supp. 910, affirmed 210 N. Y. 529, 103 N. E. 1121.) 

The employee cannot copy a list of the employer's customers, 
with whom he has no personal dealings, and use that list either in his 
own or another business in competition with his former employer. 
Nor, if a list be furnished him, confidentially, for a use other than 
solicitation for a continuance of business, can he make use of that 
list for the purpose of solicitation of trade in competition with the 
former employer. Nor can he, by false representations that he is 
still in the employ of his former employer, obtain business for him- 
self or another. In other words, he must not resort to false state- 
ments or unfair means to divert the customer of his former employer 
to his new employer or himself, if he enters into competition with 
his former employer. But if his agreement of employment did not 
provide expressly that he, on the termination of his contract, would 
not engage in a similar business, and he enters upon a fair and open 
competition with the former employer, he can use the knowledge 
that he has acquired of the customers of his employer with whom he 
dealt, as to the needs of their business, the times when they were 
accustomed to order, or as to the date of the expiration, or the other 
terms and conditions of their contracts. 

The case of People’s Coat, Apron & Towel Supply Co. v. 
Harry Light & Samuel Cohen, 171 App. Div. 671, 157 N. Y. Supp. 
15, affirmed 224 N. Y. 737, 121 N. E. 886, is not in conflict with the 
principles above stated. Because the facts of that case were not 
fully stated in the opinion, it is thought that this case has overruled 
the cases of Peerless Pattern Co. v. Pictorial Review, supra, and 
Boosing v. Dorman, supra, and has established the law to be that 
an employee, upon leaving his employer, may not solicit the former’s 
customers, knowledge of whom he obtained while in such employ- 
ment. That this misapprehension of the scope and effect of that 
decision is somewhat general is shown by the decision of the Special 
Term in the instant case and motions for reargument of other ap- 
peals in this court. An examination of the case on appeal in the 
Court of Appeals discloses that in the order reversing the judgment 
the Appellate Division made certain findings of fact, among which 
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were that Light was intrusted with the names of over 350 customers, 
offices, stores, and shops on the route and in the territory assigned to 
him, and with the names and addresses of over 1,000 customers on all 
the routes and in all the territories of the plaintiff over which he 
occasionally went, and that it was a part of his duty to solicit new | 
customers, for the procuring of which increased salaries were paid 
to the drivers. Evidently the list of customers that Light did not 
serve was placed in his hands, that he might not waste his time 
soliciting business from present customers in his effort to get new 
business, and hence was confidential in its nature. Furthermore, it 
was found that the defendants Light and Cohen conspired to go into 
the said coat, apron and towel supply business with the intention 
of soliciting the patronage and business of the customers of the 
plaintiff, including those that had been served by the defendant 
Light while employed by the plaintiff, and that the defendants are 
now making use of and employing the information obtained and 
secured by the defendant Light solely by virtue of his employment 
by the plaintiff, and which was contained in the plaintiff’s lists and 
route cards and route books; that Light, in calling upon the said 
customers, deceived certain of them into the belief and represented 
to them that he (Light) was still employed and serving them on 
behalf of the plaintiff, although in truth and fact he was then serv- 
ing said customers on behalf of the defendant Cohen; and, finally, 
that the individuals referred to in the foregoing findings, being 
customers of the plaintiff, were not classified in any public trade list 
as probable or likely customers for service such as that furnished 
by the plaintiff. With these findings in the case, the judgment was 
right and in accord with well-settled principles of equity juris- 
prudence. 
The affirmance of the Court of Appeals was without opinion. 
That court has repeatedly pointed out that, when they affirm without 
opinion, they are responsible only for the result, and not for the 
reason given in the opinion in the lower court by which it arrived at 
the result. (Rogers v. Decker, 131 N. Y. 490, 493, 80 N. E. 517.) 
The affirmance of the judgment in that court means nothing more 
than upon the facts found and appearing in the record the judg- 
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ment was right. It cannot be taken even as an expression of an 
opinion that the court would have found the facts to be as stated by 
the Appellate Division, for we must bear in mind that, when the 
Appellate Division has made a finding of fact, the sole question pre- 
sented to the Court of Appeals would be, Is there any evidence 
tending to support the finding? for it can only review questions of 
law, and it is only when there is no evidence in the case tending to 
support the finding that a question of law is raised by an exception 
to the findings of fact. (Acme Realty Co. v. Schinasi, 215 N. Y. 
495, 502, 109 N. E. 577, L. R. A. 1916A, 1176; Ga Nun v. Palmer, 
216 N. Y. 603, 611, 111 N. E. 223; Hall v. O’Brien, 218 N. Y. 50, 
58, 112 N. E. 569.) Hence the affirmance by the Court of Appeals 
should not be interpreted as either approving the findings of fact 
or the reasoning of the opinion of the Appellate Division. 

In the instant case, giving full effect to the facts as alleged by 
the plaintiff and every reasonable inference that can be drawn from 
them in plaintiff's favor, no grounds are disclosed for the granting 
of an injunction restraining the defendants from carrying on their. 
business. The customers of the plaintiff, whose trade it is alleged 
the defendants solicited, are well-known insurance brokers, having 
places of business where they openly transact business with the 
plaintiff's competitors. One of them was Scott’s employer before 
he entered the employ of the plaintiff. Scott did not acquire his 
knowledge of these customers while conducting plaintiff’s business, 
but it was because Scott was already favorably known to them, and 
could secure business from them, that the plaintiff employed him. 
Likewise the contracts with the various insurance companies were 
secured by Scott for the plaintiff, by reason of the fact that he was 
well and favorably known to the executive officers of the companies. 
It was for the purpose of making this knowledge of Scott available 
to the plaintiff and its predecessor that Scott was employed. It is 
alleged that Scott has secured an agreement with the Atlas Assurance 
Company, Limited, similar to that held by the plaintiff, so that both 
Scott and the plaintiff solicit business for that company. It must 
be assumed that the Atlas Company had a right to make such a 
contract. It is not alleged that the contract with plaintiff was for 
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a sole and exclusive agency. If the company had the right to give 
similar power to others to solicit business in New York City in com- 
petition with the plaintiff, the defendants had the right to accept 
such a contract and enter into such competition. 

Lastly, it is claimed that Scott learned the dates of the expira- 
tion of policies placed through his connection with the plaintiff, and 
had been able to secure renewals of some of them through the agency 
of the defendant Scott’s Fire Offices, Incorporated. Unless it should ; 
appear, which is not alleged, that this business was secured by | 
means of some fraud, either by false representation, or trick, or 
device, Scott had the legal right to solicit this business. He did | 
not seek to have policies canceled which had been placed with plain- 
tiff, but merely asked that, when the new policy was issued, it should 
be through this defendants’ agency. A temporary injunction should 
not have been granted. 

The order, therefore, will be reversed, with $10 costs and dis- 
bursements, and the motion denied, with $10 costs. Order filed. 

All concur. 





Henry Romeike, INc., v. Romerke Press Ciippinc BuREAU 
(New York Law Journal, September 10, 1918) 


New York Supreme Court 


Unrain CompetTitTion—Corporate NAMES, 

A corporation cannot use, as a part of its name, a name which ifs 
likely to be confused with that of another corporation already in exist- 
ence, even though such name is the family name of one of the in- 
corporators. 


In equity. On final hearing. Decree for plaintiff. 
Harry D. Nims, of New York City, for plaintiff. 
Henry Schoenherr, of New York City, for defendant. 


Fincu, J.: This is an action by the plaintiff praying for a 
perpetual injunction against the use by the defendant of its cor- 
porate name, upon the theory that such use constitutes unfair com- 


. 
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petition. The facts out of which this litigation arises are simple 
and may be briefly stated: Henry Romeike was the president of the 
corporation known as Henry Romeike, Inc., and his brother Albert 
was employed by the same corporation. This corporation was thus 
engaged in the press clipping business for many years, when Henry 
Romeike died and his son succeeded to the control of the corpora- 
tion. Between the death of Henry Romeike and the coming of age 
of his son one Albert Reube, who had been with the plaintiff in a 
superior position for fifteen years, became president and manager. 
George D. Romeike, son of Henry Romeike, became of age Feb- 
ruary 9, 1916, and a few months thereafter, owing to differences 
between George D. Romeike and the others, Albert Romeike, his 
son Charles, who was with the plaintiff in a minor capacity, and 
Albert Reube left the plaintiff. During the time that Albert 
Romeike was connected with the plaintiff he had been a director, 
secretary and treasurer of the plaintiff. Albert Romeike and Albert 
Reube, with another, thereafter filed with the proper authorities a 
certificate of incorporation of the defendant, but no further steps 
were taken other than the filing of the certificate of incorporation. 
For many years the plaintiff has inserted advertisements in various 
papers and weekly periodicals calling itself “Romeike’s Press Clip- 
ping Bureau,” “Romeike’s’’ and “Romeike’s Bureau.” Because of 
the conclusions herein reached consideration of further facts is im- 
material. Two questions of law are thus presented for disposition: 
First, does the mere filing of a corporate charter constitute such 
threatened action, if wrongful, as to cause the interposition of the 
equity branch of the court? and, second, does the selection of the 
name of the defendant as a corporate name entitle the plaintiff to 
the relief herein prayed for? This application on the part of the 
plaintiff is in the nature of a bill quia timet (2 Story’s Equity 
Jurisp. 156 et seg.). The filing of the corporate charter would 
seem to create conditions the existence of which constitute a con- 
tinuous threat. Through this means the defendant is equipped to 
stealthily prepare and inaugurate, either for its original stock- 
holders or subsequent purchasers of its stock, a competitive campaign 
that without previous warning might be momentarily launched and 
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do plaintiff irreparable damage (King v. Townsend, 141 N. Y. 358). 
As was said by Mr. Justice Andrews in Higgins Company v. Hig- 
gins Soap Co. (144 N. Y. 462, at page 468, italics not in original) : 





“The sole test of liability is whether the acts done, either in organizing 
the defendant or in the prosecution of its business subsequently, invaded 


any right of the prior corporation or exceeded the boundaries of fair com- 
petition.” 




























Since it appears hereinafter that the similarity of the de- 
fendant’s name with that of the plaintiff is such that confusion and 
deception are liable, it follows that as the plaintiff was the prior 
corporation that the name adopted by the defendant is an invasion 
of the plaintiff’s rights, and that the filing of the certificate of in- 
corporation was wrongful as against the plaintiff. A failure to 
protect the plaintiff against such act on the part of the defendant 
would result in permitting the defendant to reap an advantage 
through its own wrongful act. We come, then, to the second ques- 
tion raised. The right of the individual to use his name as the 
name of a corporation has given rise to many cases before the 
courts. The case at bar is not such a case. The name by which 
any particular individual is identified as commonly understood is 
not the name sought to be used by the defendant. For this reason 
this case, confined by its own particular facts, presents a problem 
easier of solution. It would seem difficult to devise a corporate 
title less descriptive and more confusing than that adopted by the 
defendant. Assume that Henry Romeike and Albert Romeike and 
various others of the Romeike family having different Christian 
names should engage in the press clipping business, and another 
of the family should then choose as a corporate name the patronymic, 
as the defendant has done here, would it not then be clear that the 
name chosen by the defendant instead of performing the ordinary 
function of a name, to wit, to identify, was so ambiguous and gen- 
eral as to include all of the others? Such a device would be an 
invasion of the rights of each of the others, and hence is such inva- 
sion as against the plaintiff in the case at bar. Without passing 
upon the rights of the plaintiff to the name “Romeike Press Clip- 
ping Bureau,” it is clear that the selection of the name of the de- 











a” 


. 
muon 65 


HENRY ROMEIKE, INC., V. ROMEIKE PRESS CLIPPING BUREAU 267 


fendant as a corporate title by its incorporators is the selection of 
a title which by reason of its very inherent ambiguity, when con- 
sidered in connection with the plaintiff's name, threatens to cause 
deception and confusion in the minds of customers and prospective 
customers and the public at large. A portion of the language of the 
court in German-American Button Co. v. Heymsfield, Inc., (170 
App. Div. 416, at page 421 [6 T. M. Rep. 90]), is so much in point 
as regards the case at bar that its repetition may be pardoned: 

“It seems probable that defendants’ name was intentionally adopted 
with this end in view, but plaintiffs right to an injunction does not depend 
upon the intent with which defendants’ name was adopted.” 

It was so held in T. A. Vulcan v. Myers (139 N. Y. 364), in 
which the court said: 

“The trial court has not found, and the proof does not indicate, any 
intention on the part of the defendants to infringe upon the plaintiff's 
trade-mark. * * * * On the contrary, their conduct has been such since 
the commencement of the action as to acquit them of the charge of any 
wrongful or fraudulent intent. But this question does not arise where 
nothing but preventive relief is granted. It might be material if damage 
were sought or claimed. * * * Nor is it an answer to plaintiff’s demand 
that it has failed to show that any person has as yet been deceived by the 
similarity of names. It is the liability to deception and consequent injury 
which justifies the issuance of an injunction in a case like the present, and 
if the court can see that confusion and deception are liable to result from 
the similarity of names, it will not refuse the injunction relief because the 
damage has not already been done. Proof that confusion has already 
resulted is merely evidence of liability to deception.” [Citing cases.] 

In Henry Romeike, Inc. v. Albert Romeike & Co., Inc., (179 
App. Div. 712 [7 T. M. Rep. 618]), the court in its opinion ex- 
pressly declined to pass upon the situation arising in the case at 
bar and expressly placed the ground of its opinion in that case upon 
the dissimilarity of names to prevent any person of ordinary intel- 
ligence being misled. Settle findings and decree on notice. 
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Prope v. NESSLER 
(174 N. Y. Supp. 409) 


Court of Special Sessions of City of New York, New York County 
February 14, 1919 


Unrair CoMPETITION—FALsE ADVERTISING. 

The proprietor of a hairdressing establishment who stated falsely 
in an advertisement that an injunction had been granted against a com- 
petitor on the ground that he used chemicals upon the hair, was held 
criminally liable under a statute declaring it a misdemeanor to make 
untrue representations in an advertisement with intent to dispose of 
merchandise offered to the public. 

This was a prosecution under Section 421 of the Penal Law of 


New York (Consol. Laws, c. 40). Defendant convicted. 
Argued before Frescui, P. J., and Epwarps and Moss, JJ. 


Edward Swann, Dist. Atty., of New York City (Thomas 
McGrath, Asst. Dist. Atty., Joseph M. Deuel, and Charles 
H. Wilson, all of New York City, of counsel), for the 
People. 

John J. O’Connell and Henry Wenzel, Jr., both of New York 
City, for defendant. 


Epwarps, J.: I think the evidence compels the conclusion that 
the advertisement which was put in evidence was published by the 
defendant to promote his business; that it therefore related to some- 
thing offered to the public for sale by him, as specified in the statute ; 
that the relevant statement contained in the advertisement, as part 
thereof and intended to effect its purpose, declaring that in the ac- 
tion of Nessler against Frederic an “injunction had been granted 
against Frederic, on the ground that he actually put chemicals into 
the hair before boiling it,” was a false statement, intentionally made 
to influence the public, to the defendant’s benefit. 

I think, therefore, that he violated the statute, and I vote to 
convict him of the offense. 


Moss, J.: I concur. 
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Frescut, P. J. (dissenting): E. O. Frederic, president of 
E. O. Frederic, Incorporated, engaged in the hairdressing business 
and in the manufacture of apparatus used by hairdressers to pro- 
duce what is called “permanent hair waving,’ complains against 
Charles Nessler, doing business under the style of “C. Nestle Com- 
pany,” who was a competitor in the same business on the same 
block on Fifth Avenue, in the City of New York, in that the de- 
fendant caused to be published an advertisement in the August 4, 
1918, issue of the New York Times in the following words, which 
are pertinent to the present inquiry: 


“The Nestle Permanent Waving. 

“As original inventors we have always assumed guardianship over the 
public’s hair. A recent patent suit (Nestle against Frederic, Inc.) estab- 
lished that none but Nestle’s use a process by which the hair is really 
steamed. An injunction was granted against Frederic on the ground that 
he actually put chemicals into the hair before boiling it. 

“The harm done to the hair by hairdressers who use ‘steam pads,’ flan- 
nels, pastes, or lotions applied on the hair is most common, and ladies 
should object to them.” 


The district attorney contends that the advertisement as pub- 
lished and circulated is untrue and misleading, and is a violation of 
so much of section 421 of the Penal Law (Consol. Laws, c. 40) as 
is quoted below. The part of that statute applicable to this case 
reads as follows: 


“If any person * * * with intent to * * * dispose of merchandise * * * 
or anything offered by such person * * * to the public * * * knowingly 
makes, publishes * * * or causes, directly or indirectly, to be made, pub- 
lished, * * * in a newspaper, magazine * * * an advertisement, announcement 
or statement of any sort regarding merchandise, service or anything offered 
to the public which contains any assertion, representation or statement of 
fact that is untrue, deceptive or misleading * * * shall be guilty of a mis- 
demeanor. * * *” 


The district attorney makes three points upon which he par- 
ticularizes the offense of the defendant as criminal and states the 
following about the advertisement: 


“(1) Taken in its entirety, it fulfilled the intention of its draftsman by 
creating a false public impression that C. Nestle Company under letters 
patent of the United States had the exclusive right of so-called permanent 
hair waving process and apparatus, and that purchasing apparatus from 
any one but C. Nestle Company, or even having hair waving done elsewhere, 
infringed said letters patent and subjected the purchasers, or the person 
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whose hair was treated, to the pains and penalties of a suit for patent in- 
fringement. 

“(2) That the patent suit—Nestle against Frederic—did not, as rep- 
resented and asserted, establish that none but Nessler uses a process by 
which ‘the hair is really steamed,’ and therefore such assertion or statement 
of fact was knowingly false, deceptive, and misleading. 

“(3) That in such patent suit an injunction was not granted against 
Frederic ‘on the grounds that he actually put chemicals into the hair before 
boiling it, and therefore the assertion, representation, or statement of fact 
that an injunction was granted on such grounds was knowingly false and 
was especially intended to be deceptive and misleading. 

“The initial title of the litigation referred to in the advertisement as ‘a 
recent patent suit? was Charles Nessler against E. O. Frederic, Inc.,’ of 
which E. O. Frederic, its president, is the complainant in the present prose- 
cution. That action was brought in the United States District Court for 
the Southern District of New York, and the bill of complaint charged the 
infringement of three distinct patents. The issues therein went to trial 
and judgment and resulted in a dismissal of the bill of complaint as to the 
two patents issued to Nessler, and as to the third (the Aldworth patent) 
the defendant, Frederic conceded that for a short period of time he had 
used a hairdressing tube of similar construction, but on being informed 
that he was infringing immediately discontinued its use and before the 
patent suit was instituted. This tube, known as the Aldworth tube, was 
patented, not as a process or mechanical apparatus, but simply and solely 
as ‘a new article of manufacture.’ 

“All the proceedings in that trial, the pleadings, the three letters patent, 
the evidence taken at the trial, the opinion handed down by the court, the 
decree entered thereon, and the injunction actually issued, are before this 
court in a printed record, which was received in evidence by consent of the 


parties.” 

I am of the opinion that the statute (Penal Law, § 421) does 
not apply to the case at bar. 

The defendant offers the public a “service” relating to hair- 
dressing by a certain process and by means of a new article of manu- 
facture, consisting of a noninflammable tube provided with an inner 
porous paper chamber to hold a quantity of pulverized borax, the 
subject of letters patent issued by the United States, and in this 
case his offer is made through the advertisement in the public print 
aforesaid. The subject-matter of this advertisement is complained 
of, because it is claimed to represent matters in adjudication between 
the defendant and the complainant with respect to methods em- 
ployed by the latter in their competitive business, and as to the 


basis of the judgment of the United States District Court in mak- 
ing its decision. 
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I hold that, if the material facts of the advertisement are true 
concerning what the defendant offers the public, then he has not 
violated this law; that if his advertisement unduly and unreasonably 
criticizes the methods or merchandise, or service to any person, to 
his injury, the remedy of the aggrieved party is in the civil courts, 
in law or in equity, for reparation by money damages or injunctive 
relief. 

The purpose of this statute, as I understand it, is to strike at 
commercial frauds and misrepresentation of an existing fact as to 
something which is offered the public in business and trade, as, for 
instance, to prevent a merchant advertising the sale of fabric as 
silk, when in fact he sells and delivers cotton goods under such false 
advertisement, or represents an article to be of higher value when 
he knows it to be less valuable, or if he holds out a service by certain 
methods or processes as accomplishing certain results, when in truth 
he knows that they cannot be attained, or, if they are attained, dif- 
ferent and injurious methods are employed, etc. But when a man 
offers to the public what he actually gives in quality and character, 
even though in the offer he misstates facts outside of his peculiar 
kind of work or service, or libels a rival, I do not believe that a 
prosecution can be initiated under the section of the Penal Law 
relied upon here. It may be permissible under section 1340 et seq., 
upon the theory that the defendant, under the circumstances of this 
case, is guilty of a criminal libel, or it may be deemed unfair com- 
petition, punishable as such under the federal laws. 

It must seem clear to all that Nessler wrote and caused to be 
published his advertisement to influence readers in his favor and to 
secure their patronage. It was done in connection with his competi- 
tion with Frederic, but unfair competition is not what the statute 
seeks to prevent. The obligation which this law (Penal Law, § 421) 
places upon the defendant is not to misrepresent that which he 
bargains to give or do. All untruths and misstatements in that 
respect are criminal under this section; but all other misstatements 
to the hurt of any one else are punishable in other ways and under 
other statutes. 
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The whole trend of modern law, and particularly of the Federal 
Trade Commission Law and related acts, is to hold individuals 
strictly to account for methods that are disreputable and dishonest, 
and to stimulate fair competition in the natural progress of events, 
and in doing so this latter statute, which makes unfair competition 
unlawful, is merely declaratory of the common law on this subject. 

The facts established in favor of the defendant upon which he, 
through his advertisement, invites public attention are these: 

“(1) That there is a method or process of hair waving called ‘Nessler’s 
permanent waving.’ (No claim is made that the advertisement states a 
falsehood in the title of the advertisement, in that Nessler offers to produce 
and cannot produce what is known as a permanent hair wave.) 

“(2) That Nessler uses a process by which the hair is really steamed. 

“(3) That there was a recent patent suit called ‘Nestle Patent Holding 
Company, Inc., against E. Frederic, Inc.’ 

“(4) That an injunction was granted against Frederic. 

“(5) That Frederic used a steam pad, from which a chemical, borax, 
got on the hair before boiling in his process of hair waving.” 

If, in connection with these matters, Nessler has falsified as to 
certain other facts appearing to the United States District Court, 
or as to its judgment, and the reasons assigned therefor, and in 
doing that customers have been lost to Frederic, the latter has his 
remedy in the civil tribunals. 

There is no proof that the public has been misled, or that any 
one has complained that Nessler has not rendered the kind, quality, 
and character of service he offers through his advertisement. I find 
no evidence of an unfair practice in that particular. It seems to 
me that the essence of the crime is failure on the part of the ad- 
vertiser to give, in conformity with his representations, the thing he 
contracts to do. In such case only would we have a patron misled 
and deceived by the advertisement. To make his advertisement 
criminal, it must contain some assertion, representation, or state- 
ment of fact that is untrue, deceptive, and misleading regarding 
what the accused offers in the shape of merchandise, service, or any- 
thing else. This I believe he has not done, and therefore I dissent 
from the conclusion of my Associates. 

My vote is for the acquittal of the defendant. 
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Hirtton v. Hitton 
(106 Atlantic Rep. 130) 


Court of Chancery of New Jersey 
January 24, 1919 


1. Trave-Names—SIMILARITY—CONFUSION. 


Similar names upon stores are confusing when the similitude is 
sufficient to confuse an ordinarily prudent man observing the precau- 
tions usually taken to distinguish such stores. 


2. Trave-Names—SriMiLarity—RicGnt oF First User. 


Complainant was entitled to have the public know that defendant’s 
business, conducted under a certain name, was not the same as that 
carried on by complainant under a similar name prior to defendant’s 
entering the field. 


3. INgJUNCTION—VIOLATION—PROOF. 


In proceedings to punish for contempt for violation of an injunc- 
tion restraining the use of a name, the rule of the criminal law, as to 
proving guilt beyond a reasonable doubt, does not apply; no greater 
proof is necessary than that required to secure the injunction in the 
first instance. 


Upon application for an order adjudging respondent in con- 
tempt for alleged violation of injunction. Order advised adjudging 
him in contempt. 

For previous order holding respondent in contempt, see 105 
Atlantic Rep. 65 [9 T. M. Rep. 58]. The opinion of the Court of 
Chancery, on final hearing, appears in 8 T. M. Rep. 96, and that 
of the Court of Errors and Appeals, on appeal, in 8 T. M. Rep. 259. 


Pitney, Hardin & Skinner, of Newark, for complainant. 
Selick J. Mindes and Robert H. McCarter, both of Newark, 
for defendant. 


Lane, V. C.: The application is for an order adjudging the 
respondent in contempt for acts alleged to constitute a violation of 
an injunction of this court and to punish him therefor. 

On July 18, 1918, respondent was enjoined by a decree of this 
court entered on remittitur from the Court of Errors and Appeals— 
“from using the name ‘Hilton’s’ or ‘Hilton, alone or in such manner as to 
lead or induce the public to believe that the goods manufactured or sold 
by him are manufactured or sold by complainant and that the business 


conducted by defendant is the same as or a part of the business conducted 
by complainant, from using any emblem or device resembling the trade 
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emblem of complainant in any way in his business and from conducting 
his business so as to deceive the public and induce it believe that the goods 
manufactured or sold by defendant were manufactured or sold by com- 
plainant and that the business conducted by defendant is the same as or a 
part of the business conducted by complainant.” 

The question is one solely of fact. The legal and equitable 
rights of the parties have been settled by the final decree. 

An extended argument was made in an attempt to show that 
the opinion of. the Court of Errors and Appeals (104 Atl. 375, L. 
R. A. 1918F, 1174 [8 T. M. Rep. 259] ), indicated that the law was 
otherwise than as considered by this court on the determination of 
the main cause. An examination of the opinion of this court in 
the main cause and of the opinion of the Court of Errors and 
Appeals will indicate that the view of this court as to the law was 
not otherwise than as indicated by the Court of Errors and Appeals. 
This court never assumed that it might with propriety enjoin the 
use by a man of his name except where he was using it in his busi- 
ness in such a manner as to deceive the public, palm off his goods 
as the goods of another, or lead the public to believe that his busi- 
ness was that of or a part of that of another. As I indicated in 
Hilton v. Hilton [9 T. M. Rep. 58], I conceive that the difference 
between the Court of Errors and Appeals and this court was one 
of fact. I assumed that the word “Hilton” or “Hilton’s” could not 
be used in a competitive business, practically, without deceiving the 
public. It was for this reason that I advised the final decree so 
wide in its scope. With this view the Court of Errors and Appeals 
differed. As I conceive it, the only question before me now is 
whether or not defendant is so using the word “Hilton” alone or in 
conjunction with other words and is so conducting his business as 
either to lead or induce the public to believe that the goods manu- 
factured or sold by him are manufactured or sold by complainant, or 
that the business conducted by defendant is the same as or a part 
of the business conducted by complainant, and that this is a question 
of fact. 

The final decree has the effect of an adjudication that the 
manner in which the business was being conducted at the time it 
was made was within the ban of the injunction. After the final 
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decree was entered and served, defendant changed his signs by 
adding the words, “J. Hilton, Prop.” Upon application to punish 
him for contempt, I found that the additional words “J. Hilton, 
Prop.” did not save the situation for the reasons which I then in- 
dicated. 105 Atl. 65. After the adjudication of contempt, defend- 
ant again changed his signs, and now uses the term, “Jos. Hilton 
& Co.,” to designate his business. He had altered his signs so that 
they are as dissimilar as they can be from the signs of complainant, 
and yet have thereon the words I have indicated and not have there- 
on words drawing attention to the fact that they are not the stores 
of the established Hilton Company. The store dressings, etc., are 
precisely the same as they were at the time the main cause was de- 
termined, so that to outward appearances the stores of the Hilton 
Company and Joseph Hilton look the same, as in the nature of 
things they must. The labels of defendant have been changed so 
that they are dissimilar from labels of complainant, and the remarks 
which I have made with respect to the signs apply to them. There 
is in this case the same kind of evidence as there was in the main 
case as to confusion. Customers have come into the Hilton Com- 
pany stores believing they were in the stores of Joseph Hilton. 
Mail has been received by the Hilton Company intended for Joseph 
Hilton. Mistakes have been made by individuals desiring to com- 
municate with Joseph Hilton by telephone. A witness produced 
by defendant himself testifies that, although he was familiar with 
the stores of complainant and defendant, he did not know, until 
advised by a salesman in the employ of defendant, that all of the 
stores were not operated by one concern. 

Defendant insists that he is not responsible for mistakes due 
to carelessness, and relies upon Rosenthal v. Blatt, 80 N. J. Eq. 90, 
83 Atl. 387 [2 T. M. Rep. 357]. What Vice Chancellor Leaming 
there said was that— 

“Concrete instances of confusion which can only be appropriately at- 
tributed to extreme carelessness or inattention on the part of customers are 
clearly inadequate to establish a similitude which does not in fact exist.” 

He then said that he was unable to believe that the manner 
in which the name, “Page of London,” was being used by the de- 
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fendant in that case, was operative to deceive or mislead any reason- 
able persons. The rule, of course, is that the similitude must be 
sufficient to confuse an ordinarily prudent man, but the test as to 
the care or prudence is, not the precautions which a reasonably 
prudent man would take when investing money or what not, but 
the precautions which he would take ordinarily in determining, in 
buying a suit of clothes, that he was in the store he thought he was 
in. An ordinary individual, I think, in making up his mind as to 
whether he is in a store operated by a certain concern, the name of 
which he knows, gives but a cursory glance to the sign. If the most 
prominent word in the name of the operator of the store he desires 
to enter appears prominently over the store of a competitive busi- 
ness, he is quite likely to assume that the stores are operated by the 
same concern. The name “Hilton” is the same prominent feature 
of complainant’s designation as it is of defendant’s. There is no 
distinction, I think, in the public mind between the word “Company” 
written out and “Co.” Defendant in his designation has retained 
the most prominent name in complainant’s designation, has sub- 
stituted for the word “the” the diminutive “Jos.,” has substituted 
for “company” written out, the designation ‘“Co.,”’ and has put 
_between “Hilton” and “Co.” the symbol “&.” Defendant is not 
attempting to use his own name “Joseph Hilton” alone. What he 
is doing is using a trade designation which contains a part of his own 
name in conjunction with another word also a part of complainant’s 
designation. Complainant himself is not using the designation “The 
Hilton Company” solely. He is also using and has always used 
to designate his business the terms “Hilton” and “Hilton’s.” There 
is more involved in the case than the mere use of one’s name in one’s 
business. 

The case is somewhat analogous to those dealing with the right 
of a corporation to assume a corporate name. Under the Corpora- 
tion Act, § 8, 2 C. S. of N. J., p. 1603, a corporation is forbidden 
to assume a name in use by another existing corporaton or so nearly 
similar thereto as to lead to uncertainty and confusion. Under this 
statute, American “Glucose Sugar Refining Company” has been 
held to be too nearly similar to “Glucose Sugar Refining Company,” 
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56 Atl. 861; “L. Martin & Wilckes Company” too nearly similar. to 
“The L. Martin Company,’ 75 N. J. Eq. 39, 71 Atl. 409, affirmed 
on this branch of the case, 75 N. J. Eq. 257, 72 Atl. 294, 21 L. R. A. 
(N. S.) 526, 20 Ann. Cas. 57; “The Edison Automobile Company 
of Washington” too nearly similar to “The Edison Storage Battery 
Company,” 67 N. J. Eq. 44, 56 Atl. 861; “Eureka Rubber Manu- 
facturing Company” too nearly similar to “Eureka Fire Hose Com- 
pany,’ 69 N. J. Eq. 159, 60 Atl. 561, affirmed 71 N. J. Eq. 300, 
71 Atl. 1134. 

Defendant in his advertisement has indicated that his only 
stores are at the addresses mentioned in the advertisements, as also 
has complainant; but I do not think this saves the situation. In the 
first place, I do not believe it prevents confusion. I think little 
attention is paid by readers of advertisements to statements of this 
kind, and that, notwithstanding their presence, customers are likely 
to go to the stores of defendant believing them to be those of com- 
plainant, and vice versa; and moreover as I said in the previous 
contempt proceeding, 105 Atl. 65 [9 T. M. Rep. 58], I think com- 
plainant is entitled to have the public know, not only that “Jos. 
Hilton & Co.” is not “The Hilton Company,” but also that it is not 
the business known as “The Hilton Company,” prior to defendant’s 
entering the field. What I said on page 66, 105 Atl. [9 T. M. 
Rep. 60], must be taken in connection with what I now say. I will 
not repeat. See International Silver Co. v. Rogers, 72 N. J. Eq. 933, 
67 Atl. 105, 129 Am. St. Rep. 722. 

It was insisted by counsel with defendant that in the determina- 
tion of this matter the rule of the criminal law must be applied, 
and that defendant must be proven guilty beyond a reasonable doubt. 
This is a purely civil contempt. I acquit defendant of actual 
intent to contemn the authority of the court. The injunctive decree 
being in the form it is, defendant was obliged to experiment until 
he should find a way of using the name, if he desired to use it, which 
would not be within its ban. Any imprisonment which will be or- 
dered will be remedial in purpose, coercive in character. Staley v. 
South Jersey, etc., 83 N. J. Eq. 300, 90 Atl. 1042, L. R. A. 1917B, 
113, Ann. Cas. 1916B, 955. The proceedings are not instituted to 
punish for his past offenses, but to compel a discontinuance of an 
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existing practice, and, if defendant goes to jail, he wiil be im- 
prisoned only so long as he continues the obnoxious use of the name. 
It is analogous to an execution at law. I think, therefore, as I 
thought at the time of the prior contempt, that no greater proof 
is necessary than was necessary to secure the injunction in the first 
instance, and that the language of Vice Chancellor Howell in the 
case of Rubber & Celluloid Harness Trimming Co. v. Rubber-Bound 
Brush Co., 81 N. J. Eq. 419, 88 Atl. 210, Ann. Cas. 1915B, 365, 
affirmed 81 N. J. Eq. 519, 88 Atl. 210, Ann. Cas. 1915B, 365 [3 
T. M. Rep. 496], to the effect that proof of actual confusion is 
not necessary, is applicable. But if I were bound by the rule as 
to reasonable doubt I have no difficulty in concluding that I have 
no reasonable doubt, but that the manner in which defendant con- 
ducts his business is such as that the public is led to believe that 
the goods manufactured or sold by him are manufactured or sold 
by complainant and that the business conducted by him is the same 
or part of the business conducted by complainant. Defendant, of 
course, labors under the handicap that originally I had the notion 
that the name could not be used by defendant in any such manner 
as he would desire to use it without creating confusion in a com- 
petitive business; but I have tried throughout this case to look upon 
it with an open mind. I have also observed the stores in New 
York myself, particulariy those on Thirty-Sixth street and Thirty- 
Seventh street and Broadway, and perhaps cannot but help being 
influenced by the impression made upon me by actual observation. 

I will advise an order adjudging respondent in contempt. 
Counsel may prepare a form of order. I think perhaps the order 
should provide for a certain length of time within which the de- 
fendant may be permitted to discontinue the existing practice, and, 
if he does not discontinue within the time stated, then that a 
warrant issue upon application, upon notice, directing his commit- 
ment to the common jail of the county of Essex until he shall have 
discontinued the practice. Care should be taken in framing the 
order that it be conclusive so that an appeal may be taken, as coun- 
sel stated, in open court at the conclusion of the hearing and the de- 
livery of the oral conclusions that an appeal was intended. Let 
the order be settled on one day’s notice. 
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